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Request For Reconsideration/Office Action Response

Applicants Asset Marketing Systems (“AMS”) and Financial Benefits Alliance, Inc.
(“FBA”) submit the following response to the Examiner’s Office Action issued on
December 1, 2009. The Examiner has issued a final refusal for Applicants’ class 9 and 16
goods based on a “single title” rejection. Applicants respectfully, but strongly, disagrees
“with the Examiner’s position, and submits this response and request for the Examiner to
“reconsider his position. An appeal is being concurrently filed with this response.

First of all, as Applicants noted in their previous response, Applicants’ goods are not
literary works. To be clear, it is Applicants’ position that the single title rejection issued by
the Examiner is not relevant to training manuals or CDs. Applicants’ training manuals are
part of the Applicants’ PRACTICAL RETIREMENT STRATEGIES training program that
consists of a suite of goods and services in a number of classes, encompassing a wide variety
of goods and services. The Examiner is aware of Applicants’ other goods and services, and
the specimens therefore. All of Applicant’s goods and services that are part of the
“trademarked PRACTICAL RETIREMENT STRATEGIES program are branded with
“Applicants’ PRACTICAL RETIREMENT STRATEGIES trademark. Therefore, the

Examiner is aware of at least two different works displaying the same trademark.
'PRACTICAL RETIREMENT STRATEGIES is not the title of a single manual, or a single
_CD, it is a source indicator of the goods and services offered under the trademark. As we
“have previously argued: this is not a product thrust into the stream of commerce naked and
“alone — it is part and parcel of a suite of goods and services offered under the Applicants’
trademark PRACTICAL RETIREMENT STRATEGIES. See Exhibit A.

Moreover, neither of the cases cited by the Examiner are relevant to training manuals or




'CDs. Each case that the Examiner relies upon is related to literary or artistic works — they
-are not training manuals or CDs.

i
}

In re Cooper: Title of literary work, i.e., books.
In re Scholastic: Title of literary work, i.e., books.

There are simply no decisions the Examiner can rely upon to support a single title rejection
of training manuals. If the Examiner is asserting that literary works of art are analogous to
training manuals, he has offered no support for that assertion.

Applicants offer a suite of goods and services related to training sophisticated consumers —
licensed insurance agents — about issues in their industry. See attached Declaration of

- Wayne Talleur, CFO of Applicant Asset Marketing Services Insurance Services (“Talleur
Decl.”), at § 5. Applicants’ goods are branded with Applicants’ trademark, not a mere

title. There is ample proof of this in the record— the offering of a suite of goods and services
under the trademark, and Applicant has also provided a listing of Applicant’s numerous
trademark registrations for its training program goods and services showing the consistent
use of Applicant’s various marks with a suite of training materials and services. This is v
- what Applicant AMS does — it provides training to insurance agents regarding issues in their
industry. It has been doing this for many years, as attested to by its numerous trademark
registrations for its educational programs. Id. at 9 2-4.

Significantly, the Trademark Office provides a specifically approved listing of goods in class |
16 for training manuals. It does not say “series of training manuals,” it just says “training
manuals”: Educational publications, namely, training manuals in the field of {indicate
subject matter}. For books, the entries specifically refer to “a series of books,” as follows:

A series of books and written articles in the field of {indicate topic or field}, and, A series

of books, written articles, handouts and worksheets in the field of {indicate subject matter
or field}.

Similarly, the PTO allows applicants who register training services in class 41 to include
distribution of related training materials. It is not logically consistent to allow for the
registration for distribution of training materials without a “title of a single work” rejection
if they are included with services in Class 41, but make the rejection if the applicant chooses
1 to register the exact same materials.in class 9, or 16. ’

The Examiner’s assertion that the Trademark Office is not bound by previous decisions in
trademark cases cannot be correct with regard to this case. Although the Examiner correctly



- points out that under TMEP 1207.01 (d)(vi) each case must be judged on its own merits,
‘where, as here, each cited case has exactly the same facts, an Examiner should be under a
heavy burden to provide significant reasons for deviation from numerous previous decisions.
; Here, there are no separate facts or merits to make a contrary decision. Where the facts are
 exactly the same, and there is an extensive history of numerous Examiners making the same
- decisions, there is certainly no room for a sudden ad hoc refusal, especially where the refusal '
has been previously asserted by the Office and overcome by Applicant AMS.[1] This v
_cannot be the way the Trademark Office practices. Applicant AMS has built its business
over many years relying on the protections offered by United States trademark law to protect |
its significant investment and the tremendous good will it has built over the years with its ‘
educational training programs. It cannot be that “suddenly” the PTO has discovered that its
training materials are not protectible based on a “title of a single work” rejection.

i
i

In each of the decisions cited by the Examiner here in support of not being bound, there
were compelling facts that distinguished the prior decisions, and two of the three cites are
“not even relevant to the present case:

Amf, Inc. is about 3rd party registrations not being sufficient evidence — given little weight -
to support an assertion of likelihood of confusion. It is not relevant case law here.

Inre Int’l Taste is about disclaimers of the word “Hollywood” in other registrations. The
‘Board acknowledges that there is inconsistency in the Office’s treatment of the term
“Hollywood,” and states that no information was supplied they could rely on. The opinion
does not even mention that the Office is not bound by prior decisions, and it is again, not
‘relevant case law here. There are no inconsistent opinions or decisions from past Examiners |
regarding the cited registrations. \

In re Sunmarks is the only relevant case cited by the Examiner, and it simply states that each |

case is decided on its own merits, and that the issuance of prior registrations cannot control
the result of another case. That seems like a logical rule, but a thorough reading of the cases
' shows that in each, there were compelling differences between the cases. In this case, the '
_court stated: “The basic flaw in [applicant's] analysis is that each application for
registration of a mark for particular goods must be separately evaluated. Nothing in the
statute provides a right ipso facto to register a mark for additional goods when items are
' added to a company's line or substituted for other goods covered by a registration. Nor do

the PTO rules afford any greater rights.” The fact that this new application was for
“additional goods added to the company’s line is a compelling reason for rejection.

‘Here, the goods and services in the present application are the same as all the previous
“applications, and the Examiner has stated no compelling facts supporting his refusal in light



of the numerous previous registrations.

Applicants respectfully request that the Examiner withdraw the “single title” refusal and
-allow the application to proceed forward.

‘Respectfully submitted.

/Michael J. Hoisington/
Attorney for Applicants, California bar member

[1] The “title of single work™ rejection has been cited before against AMS under the same circumstances as here, and
overcome. See Exhibit A, submltted with the response.

| : EVIDENCE SECTION

EVIDENCE FILE NAME(S)

evi 9817216936-
141823464 . 2010 Practical Retirement Strategies Declaration.pdf

ORIGINAL PDF FILE

CONVERTED PDF

i

| FILE(S) ? WTICRS\EXPORTIOIMAGEOUT10\774\373\77437301\xmI1\RFR0002.JPG

| (2 pages)

* TlC RS\EXPORTIO‘IMAGEOU f10\774\373\77437301\‘(mll\RFROOO? JPCJ ;

ORIGINAL PDFFILE L evi 9817216936 14182?464 F‘(A pdt

CONVERTED PDF

FILE(S) E WTICRS\EXPORTIOMAGEOQUT10\774\373\7743730 1\xm|1\RFR0004.JPG

(42 pages)

\\TILRS\FXPORT 1 ()\]MA(;EOUT] 0\774\373\7743730 1\xm] l\RFR()OOb JP(; |

; : TICRS\EXPORT10\lMAGEOUT10\774\373\7743730l\xmll\RFROOOé JPG
% \\TICRS\EXPORTlO\IMAGEOUT10\774\373\7743730]\xml I\RFROOO7 JPG

\\TIC R@\EXPORTIO\IMA()EOUT] 0\774\373\7743730 \xml 1\RFR()008 JP(J -

\\TIC RS\FXPORTIO\IMAGFOUTIO\774\373\77437301\xm1I\RFROOO() JPG

| \\TICRS\EXPORTl()\IMA(JE()UTl()\774\373\77437?0l\\m] I\RFROO10. lP(;

ANT I( RS\L)\PORI 10\IMAGLOUT10\774\373\774373()l\xmlI\RFROOI 1 JPG

\\Tl( RS\FXPORT ! O\IMA(JF()UT] 0\774\373 \7743730 1\xmI1\RFROO1 2 JP(J

\'I IC RS\EXPORl 10 lMAGLOUTlO 774\373\77437301 \mll RFROOI'% JPG




i\\TICRS\FXPORT1O\IMAGFOUT10\774\373\774373()1\xmlI\RFROOM PG

\\TILRS\EXP()RTl()\IMA(JEOUT1()\774\373\77437?0!\me\RFR()Ol5 PG |

';\‘TICRS\FXPORT]O\IMAGFOUT10\774\373\774?7301\Xm] 1\RFR0016.JPG

\\TI( R@\EXP()RTI()\IMA(;EOUTl()\774\7»73 774?73()l\xmll\RFROOl? JPG

TILRS\EXPORTlO\lMAGEOUI 10\774\373\77437301 \KmlI\RF ROOIS JP(J f

%\\TIL RQ\FXP()RTl0\IMA(JFOUTIO\774 37?\7743730] \xmll RFRO()19 IP(J

\\TICRS\EXPORTlO\IMAGEOUT10\774\373\7743730l\xmll\RFROOZO.JPG

i

i\\TICRS\EXPORTIO\IMAGFOUTI0\774\%73\77437301\xml1\RFR0071 PG |

*\\TICRS\EXPORTIO\IMA(JEOUT]()\774\373\77437’401\xm1l\RFR()O27 ]P(J .'

' \\TICRS\EXPORTI O\IMAGFOUT 1 0\774\3 73\7743 7301\xmi1\RFR0O023. JPG

Tl( RS\EXPORT 1 O\IMA(IEOUT] 0\774\3 73\774373() 1 \xml INRFR0024. JPG

\\TIC RS\EXPOEH 1 O\IMAGEOUT 10\774\3 73\7743 7?0 1 \\(ml 1\RFRO025. JPO

WTIC RS\FXPORTI ONMAGEQUT10\774\373\77437301\xm]1\RFR0026.JPG

) \\TICRS\E)\POR F IOMMAGEOQUT10\774\373\77437301\xml| \RFR0077 JPG

§ \\Ti(‘RS\FXPORTlO\IMA(JFOUTI 0\774\373\77437301\xm] 1\RFR0078 JP(‘

‘\\Tl( RS\EXPORTIO\IMA(JE()UTl()\774\373\77437?()l\xmll\RFR()O29 lP(x )

; \\TICRS\FXPORTIO\IMAGFOUT10\774\373\77437 301\xmI1\RFR0030.JPG

: \\TI(, RQ\EXPORTI()\[MA(;E()UT]()\774\'%73\774373()l\xmll\RFR()()?l JP(:

| \\TIC RS\EXPORTIO\IMAGLOUT10\774\373\774'%7301\‘<mll\RFROO%7 JPC:

';\\T]( RS FXPORT]()\IMA(:FOUTIO\774\37?\774’%7301\me\RFRO()'%’, IPG |

ATIC RS\E)\PORT l IMAGLOU 1'10\774\373\774'%730l\xmll\RI"R0034 JPG ¢

\\TI(,RS\FXPORT 1 O\IMAGFOUTI 0\774\373\77437301\me I\RFRO035.JPG |

;\\TICRS\EXP()RT]()\IMAGEOUT10\774\373\7743720l\xmll\RFROOB() ]P()

\\TICRS\FXPORT 10MMAGEQUT10\774\373\77437301\xmI 1\RFR0O037. JPG

\\TIC‘RS\EXPORT 10MMAGEOUT10\774\373\77437301\xml 1 \RFROOW TPG

\\TICRS\EXPORT TOMMAGEQUT10\774\373\77437301\xmI1\RFR0038. JPG

WTIC RS\FXP()RT] OMAGEQOUTI10\774\373\77437301 \me\RFRO()élO.JP(x
\\IIC RS\EXPORTIOMMAGEOQUT10\774\ 373\774?7301\)(11111\!{1- R0041 JPG :
, ‘\Ti(‘RQ\FXP()RT]()\IMAGFOUT]()\774\373\774%7301\xml1\RFR()()4” JP(r \




§ WTICRS\EXPORT IOMMAGEQUT10\774\373\77437301'xmI1\RFR0043 JPG |

WTICRS\EXPORTIOAMMAGEQUT10\774\373\77437301\xml1\RFR0044.JPG

WTIC RS\LXPORT ! O\IMAGLOUTIO\774\373\774?730 Ixmi 1\RFROO45 JPG

DESCRIPTION OF Exhibit A consists of printouts from the USPTO database. Declaration of
EVIDENCE FILE Wayne Talleur. ,
SIGNATURE SECTION

RESPONSE SIGNATURE . /Michael J. Hoisington/

SIGNATORY'S NAME Michael J. Hoisington, Esq.

SIGNATORY'S o
POSITION Attorney of record, California bar member.
DATE SIGNED 04/27/2010
. AUTHORIZED f
' SIGNATORY YES
CONCURRENT APPEAL NO
NOTICE FILED

FILING INFORMATION SECTION ;

SUBMIT DATE Tue Apr 27 15: 27: 13 EDT 2010

, USPTO/RFR 98.172.169. 36 2
- 0100427152713313884-77437
TEAS STAMP 1301-460b1b3de72d78750b289
- €9e37f942beel-N/A-N/A-201
1 00427141823464785

Request for Reconsideration after Final Action
To the Commissioner for Trademarks:

Application serial no. 77437301 has been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

Request For Reconsideration/Office Action Response




Applicants Asset Marketing Systems (“AMS”) and Financial Benefits Alliance, Inc.

(“FBA”) submit the following response to the Examiner’s Office Action issued on December
1, 2009. The Examiner has issued a final refusal for Applicants’ class 9 and 16 goods based
on a “single title” rejection. Applicants respectfully, but strongly, disagrees with the
Examiner’s position, and submits this response and request for the Examiner to reconsider his
position. An appeal is being concurrently filed with this response.

First of all, as Applicants noted in their previous response, Applicants’ goods are not literary
works. To be clear, it is Applicants’ position that the single title rejection issued by the
Examiner is not relevant to training manuals or CDs. Applicants’ training manuals are part of
the Applicants’ PRACTICAL RETIREMENT STRATEGIES training program that consists
of a suite of goods and services in a number of classes, encompassing a wide variety of goods
and services. The Examiner is aware of Applicants’ other goods and services, and the
specimens therefore. All of Applicant’s goods and services that are part of the trademarked
PRACTICAL RETIREMENT STRATEGIES program are branded with Applicants’
PRACTICAL RETIREMENT STRATEGIES trademark. Therefore, the Examiner is aware of
at least two different works displaying the same trademark. PRACTICAL RETIREMENT
STRATEGIES is not the title of a single manual, or a single CD, it is a source indicator of the
goods and services offered under the trademark. As we have previously argued: this is nota
product thrust into the stream of commerce naked and alone — it is part and parcel of a suite of
goods and services offered under the Applicants’ trademark PRACTICAL RETIREMENT
STRATEGIES. See Exhibit A.

Moreover, neither of the cases cited by the Examiner are relevant to training manuals or CDs.
Each case that the Examiner relies upon is related to literary or artistic works — they are not
training manuals or CDs.

In re Cooper: Title of literary work, i.€., books.
In re Scholastic: Title of literary work, i.e., books.

There are simply no decisions the Examiner can rely upon to support a single title rejection of
training manuals. If the Examiner is asserting that literary works of art are analogous to
training manuals, he has offered no support for that assertion.

Applicants offer a suite of goods and services related to training sophisticated consumers —
licensed insurance agents — about issues in their industry. See attached Declaration of Wayne
Talleur, CFO of Applicant Asset Marketing Services Insurance Services (“Talleur Decl.”), at
€ 5. Applicants’ goods are branded with Applicants’ trademark, not a mere title. There is
ample proof of this in the record— the offering of a suite of goods and services under the



trademark, and Applicant has also provided a listing of Applicant’s numerous trademark
registrations for its training program goods and services showing the consistent use of
Applicant’s various marks with a suite of training materials and services. This is what
Applicant AMS does — it provides training to insurance agents regarding issues in their
industry. It has been doing this for many years, as attested to by its numerous trademark
registrations for its educational programs. /d. at Y 2-4.

Significantly, the Trademark Office provides a specifically approved listing of goods in class
16 for training manuals. It does not say “series of training manuals,” it just says “training
manuals™: Educational publications, namely, training manuals in the field of {indicate
subject matter}. For books, the entries specifically refer to “a series of books,” as follows:

A series of books and written articles in the field of {indicate topic or field}, and, A series of
books, written articles, handouts and worksheets in the field of {indicate subject matter or

field}.

Similarly, the PTO allows applicants who register training services in class 41 to include
distribution of related training materials. It is not logically consistent to allow for the
registration for distribution of training materials without a “title of a single work” rejection if
they are included with services in Class 41, but make the rejection if the applicant chooses to
register the exact same materials in class 9, or 16.

The Examiner’s assertion that the Trademark Office is not bound by previous decisions in
trademark cases cannot be correct with regard to this case. Although the Examiner correctly
points out that under TMEP 1207.01 (d)(vi) each case must be judged on its own merits,
where, as here, each cited case has exactly the same facts, an Examiner should be under a
heavy burden to provide significant reasons for deviation from numerous previous decisions.
Here, there are no separate facts or merits to make a contrary decision. Where the facts are
exactly the same, and there is an extensive history of numerous Examiners making the same
decisions, there is certainly no room for a sudden ad hoc refusal, especially where the refusal
has been previously asserted by the Office and overcome by Applicant AMS.[1] This cannot
be the way the Trademark Office practices. Applicant AMS has built its business over many
years relying on the protections offered by United States trademark law to protect its
significant investment and the tremendous good will it has built over the years with its
educational training programs. It cannot be that “suddenly” the PTO has discovered that its
training materials are not protectible based on a “title of a single work” rejection.

In each of the decisions cited by the Examiner here in support of not being bound, there were
compelling facts that distinguished the prior decisions, and two of the three cites are not even
relevant to the present case:



Amf, Inc. is about 3rd party registrations not being sufficient evidence — given little weight - to
support an assertion of likelihood of confusion. It is not relevant case law here.

InreInt’l Taste is about disclaimers of the word “Hollywood” in other registrations. The
Board acknowledges that there is inconsistency in the Office’s treatment of the term
“Hollywood,” and states that no information was supplied they could rely on. The opinion
does not even mention that the Office is not bound by prior decisions, and it is again, not
relevant case law here. There are no inconsistent opinions or decisions from past Examiners
regarding the cited registrations.

In re Sunmarks is the only relevant case cited by the Examiner, and it simply states that each
case is decided on its own merits, and that the issuance of prior registrations cannot control the
result of another case. That seems like a logical rule, but a thorough reading of the cases
shows that in each, there were compelling differences between the cases. In this case, the
court stated: “The basic flaw in [applicant's] analysis is that each application for registration
of a mark for particular goods must be separately evaluated. Nothing in the statute provides a
right ipso facto to register a mark for additional goods when items are added to a company's
line or substituted for other goods covered by a registration. Nor do the PTO rules afford any
greater rights.” The fact that this new application was for additional goods added to the
company’s line is a compelling reason for rejection.

Here, the goods and services in the present application are the same as all the previous
applications, and the Examiner has stated no compelling facts supporting his refusal in light of
the numerous previous registrations.

Applicants respectfully request that the Examiner withdraw the “single title” refusal and
allow the application to proceed forward.

Respectfully submitted.

/Michael J. Hoisington/
Attorney for Applicants, California bar member

[1] The “title of single work” rejection has been cited before against AMS under the same circumstances as here, and overcome.
See Exhibit A, submitted with the response.
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Evidence in the nature of Exhibit A consists of printouts from the USPTO database. Declaration of Wayne
Talleur. has been attached.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Applicants: Asset Marketing Systems Insurance Services, Trademark Law Office: 116
LLC and Financial Benefits Alliance, Inc.

Mark: PRACTICAL RETIREMENT STRATEGIES

Serial No. 77/437301

Filed: April 1, 2008

Declaration of Wayne Talleur

1, Wayne Talleur, declare:

1. I am the Chief Financial Officer of Applicant Assct Marketing Systems Insurance
Services, LLC (“AMS™), co-Applicant in the application identified above. Except as to those facts
which I am informed are true, I have personal knowledge of the facts contained within this
declaration, and, if called upon as a witness, I could and would testify competently thereto.

2. Headquartered in San Diego, California, AMS is one of the largest fixed and indexed
annuity wholesalers and the conservative money alternative for America’s 70+ million Baby
Boomers and people planning for or in retirement. AMS is a field marketmg organization which
provides marketing support to independent insurance agents throughout the United States. To that
end, AMS creates, among other things, branded cducational and training programs which are
designed to inform segments of the public on various economic concerns, The branded programs
include detailed scripts for presenting a seminar, and outlines and other material to be distributed at
the seminar. AMS then licenses these programs to select insurance professionals who meet AMS’
stringent standards, and these professionals learn the program and present the seminars. These
programs have proven to be highly popular and successful. AMS continually updates its branded
programs and creates new branded programs. AMS incurs great expense and time to create, modify,
implement, and test its branded programs and related marketing solutions.

3. AMS has created at least 22 branded training programs for which it has current U.S.

federal trademark registrations,

957265.1




Declaration of Wayne Talleur
Trademark Application Serial No. 77/437301
Page 2

4. AMS has been creating and providing its branded educational training programs
to its customers — licensed insurance professionals, since 1996. Over the years, AMS has
developed significant good will in its branded educational programs, and its customers have
come to recognize AMS as providing quality branded educational and training programs.

5. Each of AMS’ branded programs addresses a different area of concern in our
industry. AMS consistently models its programs to provide a core group of goods and services
that have proven to be useful to, and popular with our customers. These include audio and video
media which contain training materials, manuals and handouts containing training materials, and
various training, marketing and advertising services. In cach branded program, a suite of goods
and services are offered under a trademark that identifies the particular program.

6. AMS relies on its U.S. federal registrations to protect the valuable good will it has
developed in its programs and the time and effort that go into creating the programs. We have
been involved in numerous trademark disputes, and police our trademarks carefully.

The undersigned, being warned that willful false statements and the like are punishable
by fine or imprisonment, or both, under 18 U.S.C. § 1001, and that such willful false statements
and the like may jeopardize the validity of the application or document or any registration
resulting therefrom, declares that all statements made of his own knowledge are true; and all

statements made on information and belief are believed to be true.

H
Executed this 24 day of April, 2010, at San Diego, California.

[epc 2 S
Wayrt Talleur, CFO
Asset Marketing Systems Insurance Services, LLC

957265.1






To: Asset Marketing Systems, LLC (trademarks@higgslaw.com)

Subject: TRADEMARK APPLICATION NO. 78753533 - BY WOMEN FOR
WOMEN - 100269-00110

Sent: 5/30/2007 11:15:22 AM

Sent As: ECOM106@USPTO.GOV

Attachments:

UNITED STATES PATENT AND TRADEMARK OFFICE

SERIAL NO: 78/753533

APPLICANT: Asset Marketing Systems, LLC

CORRESPONDENT ADDRESS:
CHARLES F. REIDELBACH. JR.
HIGGS. FLETCHER & MACK. LLP
401 W A ST STE 2600
SAN DIEGO, CA 92101-7913

MARK: BY WOMEN FOR WOMEN
CORRESPONDENT’S REFERENCE/DOCKET NO: 100269-00110

CORRESPONDENT EMAIL ADDRESS:
trademarks(@higgslaw.com

OFFICE ACTION

*78753533*

RETURN ADDRESS:
Cominissioner for Trademarks
P.O. Box 1451

Alexandna, VA 22313-145]

Please provide in all correspondence:

1.

2

Filing date. senal number, mark and
applicant's name.

. Date of this Office Action.
3

Examining Attorney's name and

Law Office number.

4, Your telephone number and e-mail
address.

RESPONSE TIME LIMIT: TO AVOID ABANDONMENT. THE OFFICE MUST RECEIVE A
PROPER RESPONSE TO THIS OFFICE ACTION WITHIN 6 MONTHS OF THE MAILING OR E-

MAILING DATE.

MAILING/E-MAILING DATE INFORMATION: If the mailing or e-mailing date of this Office
action does not appear above, this information can be obtained by visiting the USPTO website at
http:/ftarr.uspto.gov/, inserting the application serial number, and viewing the prosecution history for the

mailing date of the most recently issued Office communication.




Serial Number 78/753533

The assigned trademark examining attorney has reviewed the statement of use and has determined the
following:

Title of a Single Work Refusal - International Class 9

THIS REFUSAL APPLIES TO THE GOODS IDENTIFIED IN CLASS 9 ONLY.

Registration is REFUSED with respect to the goods identified in International Class 9 because the
proposed mark, as used on the specimen of record, is used only as the title of a single creative work,
namely, the title of a specific DVD, videotape, CD and laser disk: it does not function as a trademark to
identify and distinguish applicant’s goods from those of others and to indicate their source. Trademark
Act Sections I, 2 and 45. 15 U.S.C. §§1051-1052 and 1127 In re Cooper, 254 F.2d 611, 117 USPQ 396
(C.C.P.A. 1958): see In re Scholastic, Inc., 23 USPQ2d 1774, (TTAB 1992): TMEP §1202.08. Single
creative works include works in which the content does not change, whether that work is in printed,
recorded or electronic form.

Applicant may respond to this refusal by submitting evidence that the proposed mark is used to identify a
series, rather than a single work. The name for a series of creative works indicates that each work in the
series comes from the same source as the others. Scholastic, 23 USPQ2d at 1776. Evidence of a series
includes copies of at least two different book covers or packaging for prerecorded works (not two copies
of the same work) showing the mark as a source identifier for the series as well as distinguishing the mark
from the individual titles of the works. /d.

Applicant may not withdraw the statement of use. 37 C.F.R. §2.88(g); TMEP §1109.17.

If applicant chooses to respond to the refusal to register, then applicant must also respond to the following
requirement.

Mark in Drawing Does Not Agree with Mark in Specimen

The mark depicted on the drawing disagrees with the mark on the specimen. The mark on the drawing
page must be a substantially exact representation of the mark that appears on the specimen. 37 C.F.R.
§2.51.

In this case. the drawing displays the mark as BY WOMEN FOR WOMEN, while the specimen shows the
mark as BY WOMEN, FOR WOMEN. That is, the specimen depicts the mark with a comma after the
first instance of “WOMEN" in the mark. while the drawing does not contain a comma.

Therefore, applicant must submit one of the following:

(1) A new drawing of the mark that agrees with the mark on the specimen but does not materially
alter the original mark. 37 C.F.R. §2.72(b). TMEP §§807.13. 807.13(a) and 807.14 et seq.: or

(2) A substitute specimen showing the mark as it appears on the drawing, and the following




statement, verified with an atfidavit or signed declaration under 37 C.F.R. §2.20: “The substitute
specimen was in use in commerce prior to the expiration of the time allowed applicant for
filing a statement of use.” 37 C.F.R. §2.59(b)(2); TMEP §904.09. If submitting a specimen
requires an amendment to the dates of use, applicant must also verify the amended dates. 37

CFR. §2.71(c).

Applicant may not withdraw the statement of use. 37 C.F.R. §2.88(g): TMEP §1109.17.

TEAS Plus Requirement

NOTE: TEAS PLUS APPLICANTS MUST SUBMIT DOCUMENTS ELECTRONICALLY OR
SUBMIT FEE: TEAS Plus applicants should submit the following documents using the Trademark
Electronic Application System (TEAS) at http://www.uspto.gov/teas/index.html: (1) responses to Office
actions; (2) preliminary amendments; (3) changes of correspondence address: (4) changes of owner’s
address: (5) appointments and revocations of attorney; (6) amendments to allege use: (7) statements of
use: (8) requests for extension of time to file a statement of use, and (9) requests to delete a §1(b) basis. If
any of these documents are filed on paper, they must be accompanied by a $50 per class fee. 37 C.FR.
§§2.6(a)(1)(iv) and 2.23(a)(i). NOTE: In addition to the above, applicant must also continue to accept
correspondence from the Office via e-mail throughout the examination process in order to avoid the
additional fee. 37 C.FR. §2.23(a)2).

If applicant has any questions, please feel free to contact the undersigned.

/Linda Lavache/

Trademark Examining Attorney
Law Ofttice 106

Phone: 571.272.7187

Official Fax: 571.273.9106

NOTICE OF NEW PROCEDURE FOR E-MAILED OFFICE ACTIONS: In late spring 2007, for
any applicant who authorizes e-mail communication with the USPTO, the USPTO will no longer directly
e-mail the actual Office action to the applicant. Instead, upon issuance of an Office action, the USPTO
will e-mail the applicant a notice with a link/web address to access the Oftice action using Trademark
Document Retrieval (TDR), which is located on the USPTO website at

http://portal uspto.gov/externaliportal/tow. The Office action will not be attached to the e-mail notice.
Upon receipt of the notice. the applicant can then view and print the actual Office action and any
evidentiary attachments using the provided link/web address. TDR is available 24 hours a day. seven days
a week, including holidays and weekends. This new process is intended to eliminate problems associated
with e-mailed Oftice actions that contain numerous attachments.

HOW TO RESPOND TO THIS OFFICE ACTION:
« ONLINE RESPONSE: You may respond using the Office’s Trademark Electronic Application




System (TEAS) Response to Office action form available on our website at
http://www.uspto.gov/teas/index.html. If the Office action issued via e-mail, you must wait 72
hours after receipt of the Office action to respond via TEAS. NOTE: Do not respond by e-mail.
THE USPTO WILL NOT ACCEPT AN E-MAILED RESPONSE.

o« REGULAR MAIL RESPONSE: To respond by regular mail, your response should be sent to the
mailing return address above, and include the serial number. law office number, and examining
attorney’s name. NOTE: The filing date of the response will be the date of receipt in the Office,
not the postmarked date. To ensure your response is timely, use a certificate of mailing. 37 C.F.R.
§2.197.

STATUS OF APPLICATION: To check the status of your application, visit the Oftfice’s Trademark
Applications and Registrations Retrieval (TARR) system at http://tarr. uspto.gov.

VIEW APPLICATION DOCUMENTS ONLINE: Documents in the electronic file for pending
applications can be viewed and downloaded online at http://portal.uspto. gov/external/portal/tow.

GENERAL TRADEMARK INFORMATION: For general information about trademarks, please visit
the Office’s website at http:/www.uspto.gov/main/trademarks.htm

FOR INQUIRIES OR QUESTIONS ABOUT THIS OFFICE ACTION, PLEASE CONTACT THE
ASSIGNED EXAMINING ATTORNEY SPECIFIED ABOVE.




Response to Office Action

The table below presents the data as entered. \

fWSERIAL NUMBER 78753533

LAW OFFICE ASSIGNED éLAW OFFICE 106

'MARK SECTION (no change)

ARGUMENT(S) ‘ R - -

| Response to Office Action dated May 30, 2007 ,

Title of a Single Work refusal.

The Examiner has refused registration, citing a single work refusal. The Applicant respecttully asserts
that Examiner misapprehends the Applicant’s specimen. The Applicant has created educational
materials under the trademark BY WOMEN FOR WOMEN, which encompass a wide variety of goods
and services. BY WOMEN FOR WOMEN is not the title of a CD or videotape, on the contrary it is a
source indicator - a trademark, as is made clear by the numerous goods and services identified by the
mark.
- Applicant creates integrated marketing and training solutions for insurance agents. Applicant currently
has at least 10 trademark registrations with similar goods and services. This is the first time the “single
~work refusal” has been cited. See, ¢.g., Reg. Nos. 3245308 BUSINESS BRANDER, 3051520 TAX
' MAX. 3174736 GUEST SPEAKER, 3036490 ENLIGHTENED EDUCATOR, 3098803 GIFT GIVER.
3225625 FOREVERCARE. 3188326 WEALTH STRUCTURES, 3272831 SMART IDEAS FOR A
SLIGHTLY CRAZY WORLD, 3059419 PHYSICIAN RX, and 3272841 PRACTICAL SOLUTIONS
FOR THE RETIREMENT YEARS. See Exhibit |. ;

' The reason that this refusal has not been cited in the past is that this is not the type of work
contemplated by the cases cited by the Examiner. This is not a “single work.” The class 9 goods are
training materials that supplement Applicant’s other goods and services offered under the trademark.
These materials are updated on a regular basis, and again. the Examiner appears to ignore the context in
“which the mark is used — on multiple goods and services used for training in the financial field. Thisis
'not a CD or videotape that is thrust into the stream of commerce naked and alone - it 1s part and parcel
“of a suite or set of goods and services oftered under Applicant’s trademark BY WOMEN FOR
 WOMEN. The cases cited by the Examiner are not on point with the facts here. Those cases are about

individual books, or other types of individual creative works. That is not the case here. Here the facts

are that the class 009 goods are related to an overarching suite of goods and services. Applicant
respectfully requests that this retusal be withdrawn.

Mark in Drawing does not Agree with Mark in Specimen.




~Company, 222 USPQ 552 (TTAB 1984), the Applicant filed for the mark BE MORE YOU. The

The Examiner also refuses registration based on the mark in the drawing does not agree with the mark in

the specimen. Applicant respectfully asserts that because the mark was filed as a typewritten mark, the
specimen is acceptable as submitted. Trademark Rule 2.51(a) provides that "the drawing of the

“trademark shall be a substantially exact representation of the mark as used on or in connection with the
goods." The issue is what qualifies as a "substantially exact representation of the mark?" Fortunately.

we can turn to the Trademark Trial and Appeal Board for edification. In [nn re R.J. Revnolds Tobacco

Applicant submitted specimens as follows: BE-MORE-YOU. The Board held in that case that despite

the hyphens, the mark was a substantially exact representation of the mark shown on the applicant's
-specimens of use. Similarly here, the Applicant submitted its drawing BY WOMEN FOR WOMEN,

and its specimens of use BY WOMEN, FOR WOMEN. As pointed out in Reynolds, the Board
acknowledged that "Office policy supports liberal allowance of typed drawings where marks are not

“found in special form." Here, as in Reynolds, Applicant's mark is not depicted in special form. Further,
“again as in Reynolds, the typed mark is a substantially exact representation of the mark shown i the
“specimens of record considering that the comma is of little or no significance to the commercial

impression conveyed by the mark. The comma has little effect on the appearance and no effect on the
sound of the mark. Considering the above, Applicant submits that its drawing and specimen are

adequate as filed, and respectfully requests that the Examiner accept them without further amendment. |

EVIDENCE SECTION

EVIDENCE FILE NAME(S)

ORIGINAL PDF FILE 5(\1 7018%8%66 2154318?2 EXHIBITI pdt

CONVERTED PDF FILE(S)

SWTICRS2.EXNPORT14\7871535V787535 33wl I'\ROA 0002 . JPG
(11 pages)

B \TKRSZ\FXPORT14\797\515\787\35§n‘(ﬂﬂ R()AO()O» IPG
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- print outs ot Apphcdnt S previous rcglstl ations V\h]Lh are

similar to the pending application and which show registration
" of marks in multiple classes, none of which had a single work
“refusal.

DESCRIPTION OF EVIDENCE FILE




SIGNATURE SECTION

RESPONSE SIGNATURE /Michael J. Hoisington/

, SIGNATORY'S NAME a Mu.hacl J. Hois:i‘néton, Esq. ”
' SIGNATORY'S POSITION Attorney of record.
Fyep— e 09/2,(;/2_._007 .
 AUTHORIZED SIGNATORY . y};s -

' FILING INFORMATION SECTION
- SUBMIT DATE ' Wed Sep 26 22:11:53 EDT 2007

USPTO/ROA-70.183.83.66-20
: 0709262211539043062-787535
| TEAS STAMP 1 33-400¢741a858521211f6b2a
‘ - 0d74{60362d88-N/A-N/A-200
1 709206215431882691

Response to Office Action
To the Commissioner for Trademarks:

Application serial no. 78753533 has been amended as follows:
ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

Response to Oftice Action dated May 30, 2007

Title of a Single Work refusal.

The Examiner has refused registration, citing a single work refusal. The Applicant respectfully asserts
that Examiner misapprehends the Applicant’s specimen. The Applicant has created educational materials
under the trademark BY WOMEN FOR WOMEN, which encompass a wide variety of goods and
services. BY WOMEN FOR WOMEN is not the title of a CD or videotape, on the contrary it is a source
indicator — a trademark, as is made clear by the numerous goods and services identified by the mark.
Applicant creates integrated marketing and training solutions for insurance agents. Applicant currently
has at least 10 trademark registrations with similar goods and services. This is the first time the “single
work refusal” has been cited. See, e.g., Reg. Nos. 3245308 BUSINESS BRANDER, 3051520 TAX
MAX., 3174736 GUEST SPEAKER. 3036490 ENLIGHTENED EDUCATOR, 3098803 GIFT GIVER,



3225625 FOREVERCARE, 3188326 WEALTH STRUCTURES, 3272831 SMART IDEAS FOR A
SLIGHTLY CRAZY WORLD, 3059419 PHYSICIAN RX, and 3272841 PRACTICAL SOLUTIONS
FOR THE RETIREMENT YEARS. See Exhibit 1.

The reason that this refusal has not been cited in the past is that this is not the type of work contemplated
by the cases cited by the Examiner. This is not a “single work.” The class 9 goods are training materials
that supplement Applicant’s other goods and services oftered under the trademark. These materials are
updated on a regular basis, and again, the Examiner appears to ignore the context in which the mark 1s
used — on multiple goods and services used for training in the financial field. This 1s nota CD or
videotape that is thrust into the stream of commerce naked and alone — it is part and parcel of a suite or set
of goods and services offered under Applicant’s trademark BY WOMEN FOR WOMEN. The cases cited
by the Examiner are not on point with the facts here. Those cases are about individual books, or other
types of individual creative works. That is not the case here. Here the facts are that the class 009 goods
are related to an overarching suite of goods and services. Applicant respectfully requests that this refusal
be withdrawn.

Mark in Drawing does not Agree with Mark in Specimen.

The Examiner also refuses registration based on the mark in the drawing does not agree with the mark in
the specimen. Applicant respectfully asserts that because the mark was filed as a typewritten mark, the
specimen is acceptable as submitted. Trademark Rule 2.51(a) provides that "the drawing of the trademark
shall be a substantially exact representation of the mark as used on or in connection with the goods." The
issue is what qualifies as a "substantially exact representation of the mark?" Fortunately. we can turn to
the Trademark Trial and Appeal Board for edification. In Iz #¢ R.J. Reynolds Tobacco Company, 222
USPQ 552 (TTAB 1984), the Applicant filed for the mark BE MORE YOU. The Applicant submitted
specimens as follows: BE-MORE-YOU. The Board held in that case that despite the hyphens, the mark
was a substantially exact representation of the mark shown on the applicant's specimens of use. Sinularly
here. the Applicant submitted its drawing BY WOMEN FOR WOMEN. and its specimens of use BY
WOMEN, FOR WOMEN. As pointed out in Revnolds, the Board acknowledged that "Office policy
supports liberal allowance of typed drawings where marks are not found in special form." Here. as n
Reviolds, Applicant's mark is not depicted in special form. Further. again as in Reynolds, the typed mark
is a substantially exact representation of the mark shown in the specimens of record considering that the
comma is of little or no significance to the commercial impression conveyed by the mark. The comma has
little effect on the appearance and no effect on the sound of the mark. Considering the above, Applicant
submits that its drawing and specimen are adequate as filed. and respectfully requests that the Examiner
accept them without further amendment.

EVIDENCE

Evidence in the nature of print outs of Applicant's previous registrations which are similar to the pending
application and which show registration of marks in multiple classes, none of which had a single work
refusal. has been attached.

Original PDF file:

evi_701838366-215431882 . EXHIBITI pdf

Converted PDF file(s) (11 pages)

Evidence-1

Evidence-2




Evidence-3
Evidence-4
Evidence-5
Evidence-6

Evidence-7
Evidence-8
Evidence-9
Ewvidence-10
Evidence-11

SIGNATURE(S)

Response Signature

Signature: /Michael J. Hoisington/  Date: 09/26/2007
Signatory's Name: Michael J. Hoisington, Esq.
Signatory's Position: Attorney of record.

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the
highest court of a U.S. state. which includes the District of Columbia, Puerto Rico, and other tederal
territories and possessions; and he/she is currently the applicant's attorney or an associate thereot: and to
the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his/her company/firm previously represented the applicant in
this matter: (1) the applicant has tiled or is concurrently filing a signed revocation of or substitute power
of attorney with the USPTO: (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the applicant has filed a power of attorney appointing him/her in this matter: or (4) the
applicant's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing
him/her as an associate attomey in this matter.

Serial Number: 78753533

Internet Transmission Date: Wed Sep 26 22:11:53 EDT 2007
TEAS Stamp: USPTO/ROA-70.183.83.66-20070926221153904
362-78753533-400e741a85852121{f6b2a0d 74
60362d88-N/A-N/A-20070926215431882691
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1€ 035 US 100 104 102 G & S Duect mail, email pont radio and taleasion adwen-s11g and Dusiness Managament s2Aices 1 1he Sekis of Gnannial planming arc nantial products FIRSY
USE 20030801 FIRST USE IH COMMERCE 20030801

IC 036 US 100 101 102 G & S Pryading financial information aralys s and consuitation FIRST USE 20030801 FIRST USE I COMMERCE 20030801

1C 041 US 100 101 107 G & S Svvcstional swraces. nanely casses and servnurs n the eds of byl planng and fnencial precects FIRST USS 20030801 FIRST USE iM
COMMERCE. 2¢030801

Mork Drawing Code 1) TYPED DRAWING

Serial Number 78255438

Filing Date M3y 30 2(C3

Current Filing Basis 1A

Original Flling Basls 1B

Publishad for . ’
Opposition W3rzh 23 2004

Rogistration Humber 3174735
Registration Date Hovembae 21 2006
Owner REGISTRANT) Asset Marketing Systems . LLC L1D LAZ CO DELAWARE 4715 Businesspark Avenue San Diego CALFORNIA ¥y2131

{LAST USTED OWNER) ASSET MARKETING SYSTEMS HISURAHCE SERVICES LLT LTD LIAB CO DELAWARE 9715 BUSINESSPARK AVENUE SAN DIEGO CALIFORMIA 32131

Arelgnnert ASSIGNMENT RECORDED
Attarnwy of Recard  Michaat J Hoisaglon

Type of Mark TRADEMARK SERVICE MARK
Register PRINCIPAL

Live/Dead Indicator  LIVE
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Word Mark
Goods and Services

Standard Characters
Claimed

Mark Drawing Code
Serial Number
Filing Dote

Cunent Filing Basis
Original Filing Basis
Published lor
Opposition
Registration Number
Registration Date
Owner

Assignent Recorded
Type of Mark
Register

Live/Dead Indicator

PRACTICAL SOLUTIONS FOR THE RETIRENMZNT YEARS
€ 0CS. US 921023 C26 036 038 G 8 S Prevecoided audio 3nd video tapes TDs ang DVDs featuning traireng anc sducationsl matenat in the fields of financial plarrng and financial
oroducts FRST USE 20060731 FIRST USE iN COMMERCE 20062731

i€ 016, US 902 005 (22 023 029 037 036 950 G & S Prnted traming and aducationat matenals in the fields of financial panring and financial products FIRST USE 20060731 FIRST USE
i COMMERCE 20080731

«C 036, US 103 101 102 G & S Dstnbution cf adverusing mattas for others wa direct mad. emai pont radbo and telcvision and busy gement seraces n tng field of fnanciol
vranming and fieasrcial products FIRST USE 20060731 FIRST USE 81 COMMERCE 20063731t

€ 036 US 132101 162 G & S Prowcing francm infarmat.cr analysis ace consultatce FIRST USE 20080731 FIRST USFE iN COMMERCE 20033731

€ 049 US 190 101 102 G & S Educational sanaces. namety. classes and semumars i the helds of financiai panning and Binancia products FIRST USE: 20060781 FIRST USE 1
COMMERCE 20060731

141 STANDARD CHARACTFR MARK
78561226

Faruary 4 2005

1A

12

o]

Nevamber 1 2008

27281
Juty 31 20C7
(REGISTRANT) Asset Marketing Systems LLC LTD LIAB CO DELAWARE 9715 Businesspack Asverue Sar Ciegy CAUFORHIA €2131

LAST LISTED OWHER) ASSET IARKETIKG SYSTEMS IHSURANCE SERVICES LLC LTD UAB CO DELAWARE 3715 BUSINESSEPARK AVENUE SAN DEGO CALFORNIA S2131
ASSIGNMENT RECORDED

TRADEMAKK SERVICE MARK

PRINCIPAL

LIVE
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Typed Drawing

Word Mark
Goods and Servicos

Mark Drawing Code
Serial Numbor
Fiting Date

Current Filing Basis
Original Fiting Basis
FPublished for
Opposition
Registration Number
Registration Cate
Owrer

Assignment Recorded
Auornuy of Record
Cisclaimer

Type of Mark
Register

LivetDead Indicator

PHYSICIAN RX

IC 836 US 002 005 022 023 023 037 026 350 G & S Printed training and educaticral matenials - the fickds of financia planning and financial products FIRST USE: 2003051 FIRST USE M
COMMERCE . 20030501

IC 041, US 100 101 107 G & S Provding educationd’ classes. seminars. »orashaps and confarences in the fields of financ 3l planning ang nanz:at products FIRST USE 200304(" FIRST
USE N COMMERCE 20030591

(1) TYPED DRAWING
782527¢7

May 21 2003

A

1

January & 2004

205841¢
Febraary 14 2006
(REGISTRANT} ASSET MARKETHG SYSTEMS LLC LTD LIAE CO CELAVWARE 9715 BUSINESSPARK AVENUE SAN DIECO CALIFORNA C213°

(LAST USTED OWNER) ASSET MARKETIHG SYSTEMS 1SURANCE SERVICES LLC LTD LIAE CO DELAYWARE 3715 BUSINESSPARK AVENUE SAN DIEGO CALIFORMEA 92131
ASSIGHMENT RECORDED

Chaites F Racieidach Ji  Esy

10 CLAIM 1§ MADE TO THE DXCLUSIVE RIGHT TO USE "PHYSICIAN" APART FRO THE ARK AS SHOWH

TRADEMARK SLRVICE MARK

PRINCIPAL

uve
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World

Word Mark SHART IDEAS FUR A SLIGHTLY TRAZY W/ORLD

Goods and €009 US 021623026036 033 G & S Pre-recorded sucio and vewo tapes (Ds and DVDs featunng Waming and educatcral matenar ¢ the fields of firgraid dlanning and firarciad products

Services FIRST USE: 2004060 FRSET USE IN COMMERCE. 20040601
IC 06 US 002 005 022 023 323 037 C232 050 G & S Primted traumny sy wducatursl matenals « the fields of fioarcial panumg and frorcis poducts FIRST USE 20040501 FIRSTUSE B
COMMERCE 20043501
1C 035 S 100 101 102. G & S Distribution of adverising matter for others wa diwect mad email pnnl racho arc televwsion and busress managament s2mices i the feld of financ.af planang
au knancial products FIRST USE 200406C1 FIRST USE (N COMMERCE 2004060
IC 036 US 100 101 102 G & § Provding financial formeation anakysis and consutation FIRST USFE 21040601 FIRSTUSF H COMIMFRCF 23340601
0021 US 100 191 17 G & S Educationd seraces nameiy classes and semnars i the helds of tranciat planning and francial products FIRST USE 20043501 HIRS T USg i
COMMIRCE 20043501

Standard

Characters

Ctaimod

Mok DIoWing (1) STANDARD CHARACTER MARK

Serial Number 7856241¢

Filing Date Jawary 25 2005

Current Filing Basis 1A

Original Filing 18

Basis

Published for B 5

Opposition Qctober 18. 2005

Registration 3272831

Homber

Registration Dote  July 31. 2007

Ownes (REGISTRANT) Assat Marketing Systems. LLC Active members ase 15 Cchin Tort. Adwnistrater of the £state of Richard # Metcatie | all of wnich are crizens of the LSA ang 1AM L.C &
Calfornia Limited Liabdty Gompany whose active membars are Mike Kidlam Michast Mirich atd Jay Akersten. all of which aee cizens of tne USA LTD LIAB CC DELAWARE $715
Businesspark Avenue San Diege CALISCRMIA 92131
(LAST LISTED GWNER) ASSET RARKETHIG SYSTEMS INSURANCE SERVICES LLC LTD LIAG CO DELAWARE 9715 BUSINESSPARK AVENUE SAN DICCO CALIFORNA €212°

Assignment B AT ~

Recorded ASSIGHMENT RECORDED

Type of Mark TRANEMARK SERVIGF MARK

Registar FRIICPAI

{ ive/Daad Indicator { IVF
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Typed Drawing

Word Mark
Goods and Services

Mark Drawing Code
Serial Number
Fiting Date

Currant Filing Basis
Original Filing Basis

Published for
Opposition

Registration Number
Registration Date
Owner

Assignment
Recorded

Arornay of Record
Oisclalmer

Type of Mark
Register

Live/Deod Indicator

TAMAX
IC 003 US 021 €23 026 035038 G & § Pre -ecorded audio and wideo 1apes CCs and DVDs foatunng trarvrg and educatianal matenal in the felce 3 financial planming arce fnancial products
FRSTUSE 20230501 FIRST USE 1 COMMERCE 21330501

IC 016 US 002 (05 022 023 029 037 038 050 3 & S Pamed tramng and educananal mater:als 11 the felcs of inancial planmng ang financial procucts FIRST USE. 20030501 FIRST USE 1N
COMMERCE: 20030501

IC 041 US 100 101 107. G & § Ccucational serdces namely, classes and seminars in the fiaids of financial planning and financial precucts TIRST UST 20030401 FIRST USC N
COMMERCE: 20030501

113 TYPED DRAWING

78252839

Moy 21. 2003

1A

18

Apnt 132004

3051520

January 24 208

REGISTRANT) ASSET MARKE HNG SYSTEMS LUl UL LAB CO CELAWARE 9715 BUSINESSPARK AVENUE SAN DIEGD CALIFORMIA 32131

JLAST LISTED OWHER) ASSET MARKETING SYSTEMS (HSURANCE SERVICES w10 LTD LAB CO CELAWARE 9715 BUSINESSPARK AVENUE SAH DIECC CALIFORHIA 92131
ASSIGHNMENT RECORDED

Charles F Rudulbach Ji. Esq

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TC USE "TAS™ APART FROM THE MARK AS SHCWH
TRADEMARK SERVICE MARK

PRINCIPAL

WNVE




m M ( [/sa the "Back” button of the internet Browser 1o retwrn to TESS)

WEALTH STRUCTURES

Word Mark WEALTH STRUCTURLS
Goods and Services iC 009 US 021 023 026 036 038 G & § Pre-racorded sudio and wdes tapes. CDs and DVDs featuring trairing and educstonat matens: - the fields of fraccial planning and frarcia’ oroducts
FIRST USE 20050301 FIRST USE 14 COMMERCE 20050301

IC 046 US 002 005 022 023 029 03/ C35 050 G & S Pnnted tramng snd educsticnal matenais n the helds of Francia: slanming and knancia- oroducts FIRST USE 20053301 FIRST USE N
COMIACRCE 20050301

IC 035 US 100 103 102 G R S Distnbunon of advedising matter far others via deact mait amail pont 1adio and talevsian and buscess management aanines 11 the fekd of Anans:al platung
and financ:at products FIRST JSE 2005C:(t FIRST USE IN COMMESCE 20040207

IC 036 US 100 101 102 G & S Prevding financial information. anaysis snd consultaton FIRST USE 20050301 FIRST USE N COMMERCE 23050301

1€ 041 US 100 101 107 G & 5 Fducalivig seraces narwhy, classes and sermars i the felds of Erancial planning sud fngnciad products PRSTUSE 20050301 FIRST USE
COMIMERCE 20053301

Standard Characters

Claimed

HMork Drowing Code {4} STANCARD CHARACTER MARK
Serial Humbor 78486624

Filing Date September 20, 2002

Current Filing Basis 1A
Uriginal Filing Basis 18

Supplemental N
Register Date Hly 20. 2006

Registration Number 318832€
Registrations Date  December 19 2006

Ownert (REGISTRANT: Asset Markaing Systems LLC Actree mambers ave 1:Cohn Fort Acrunisirator of the Estats of Rchaed M Metcade b 8b of whizh are ctzens of tha U S A and 2] AMM. LLC
a California Limited Liahilry Compary whese actwa mambars are Mike Mudlam Wichaet Minzn and 13y Aksrsiain. all of which are cilizens o 'ha U S & LTDLIAR CO DF| AWARF 9715
Businesepark Ave San Dwge CALFORNIA 92131

{LAST LISTED OWNER} ASSET MARKETING SYSTEMS INSURAHCE SERVICES LLC LTD LIAB CO DELAWARE 9715 BUSINESSPARK AVETLIE SAN DIE30 CALIFORILA 22131

Reslgnnent ASSIGNMENT RECORDED
Attormay of Record  Chades F Raidelnach Jr

Typa of Mark TRADEMARK SERVICE MARK
Ragiste SUPPLEMENTAL

Live/Dead indicator LIVE




Trademark Snzip Shot Publication Stylesheet

(Table pres nts the data on Publication Approval)

OVERVIEW |
éERIAL NUMBER - 78753533 §FILING DATE ‘ 1/14/2005 B
REG NUMBER 0000000  |REGDATE T wa
REGISTER o PRINCIF;AMLM MARK TYPE { M:HQADEMARK
|INTL REG # § NA %INTL REG DATE A
TM ATTORNEY LAVACHE, LINDA M L..O. ASSIGNED A 106 H
PUB INFORMATION
RUNDATE 10/10/2007 R
: PL;BBA:FE B 07/18/2006 “
STATUS o 818 su- STATEMENT OF USE ACCEPTED APPROVED FOR REGISTRATION
- STATUS DATE 10/09/2007
| LITERAL MARK ELEMENT BY WOMEN FOR WOMEN
DATE ABANDONED I NA ‘ DATE CANCELLED N/A
. SECTION 2F 5 no : SECTION 2F IN PART N
- SECTION 8 ‘ . No gSECTTON §INPART |  NO
" SECTION 15 o - wNO % REPUB 12C “T“" N/A
T e EEWN“WE\'/T/XLWE);\.TEW MM R
DATE AMEND REG NA ’
FILING BASIS |
 FLED BXE;IS I CURRENT BAsls | AMENDEDBASIS
1(a) ‘ NO 1) ) VES 1 ‘("é)" ) NO
o i Mﬁ(b) e e
— B 44D S A,:MD v e
— B P Ve B
‘,_Eéép;, e :eéA : R ,
No B/;«SIS W N0 NOBASIS  No ' | |
MARK DATA



¢ STANDARD CHARACTER MARK ! YES

LITERAL MARK ELEMENT i BY WOMEN FOR WOMEN
' MARK DRAWING CODE 4 STANDARD CHARACTER MARK
: COLOR DRAWING FLAG NO

( URRENT OWI\ ER INFORMATION

PARTY TYPE s 21 SUBSEOUENT OWNER AFTER REGISTRATION
NAME § ASSET MARKETING SYSTEMS INSURANCE SERVICES
f LLC
ADDRESS 9715 BUSINESSPARK AVENUE
SAN DIEGO, CA 92131
(ENTITY 18- LTD LIAB CO
CITIZENSHIP Delaware
- COMPOSED OF 3 Active members are: 1)Col|n Fort Admlnlstrator of the Estate
, of Richard M. Metcalfe II, all of which are citizens of the USA; |
and 2) AMM, LLC, a California Limited Liability Company ;
whose active members are Mike Midlam, Michael Mirich and
Jay Akerstein, all of which are citizens of the USA. i
GOODS AND SERVICES
 INTERNATIONAL CLASS 009
DESCRIPTION TEXT . Pre-recorded CD's, video tapes, laser disks and DVD's :
 featuring training materials in the fields of financial planning !
- and financial products :
INTERNATIONAL CLASS 1016
DESCRIPTION TEXT T Printed instructional, educational, and teaching materials in
{ the field of financial planning and financial products
e e o A R
INTERNATIONAL CLASS 1041
DESCRIPTION TEXT Training services in the field of finance :
GOODS AI\D SERVI( ES CLASSIFICATION
- INTERNATIONAL 009 ; FIRST USE 08/01/2005 h FIRST USE | 08/01/2005 ' CLASS , 6-ACTIVE
CLASS ' - DATE IN i STATUS '
COMMERCE :
DATE
INTERNATIONAL : 016 FIRST USE  08/01/2005 FIRSTUSE  08/01/2005  CLASS : 6-ACTIVE
CLASS : DATE “IN STATUS
‘ i COMMERCE

DATE




. INTERNATIONAL z 041 FIRST USE | 08/01/2005 ; FIRST USE |08/01/2005 ' CLASS T 6-ACTIVE

CLASS | DATE HIN STATUS

% | - ' COMMERCE !

| | DATE |
: MIS( ELLANEOUS INFORMATIOI\/STATEMENTS
CHANGE INREGISTRATION 5 'NO -

PROSE( UTION HISTORY
DATE [ ENTCD | ENT | DESCRIPTION TENTNL NUM
e | |

10/09/2007 | CoNPR P ALLOWED PRINCIPAL REGISTER - SOUACCEPTED | 021
0912712007 TEME |  TEAS/EMAIL CORRESPONDENCE ENTERED 0
092612007  CRFA le CORRESPONDENCE RECEIVED INLAW OFFICE o019
0912612007 ;WTROA I TEAS RESPONSE TO OFFICE ACTIONRECENED . 018
o220 ASGN R AUTOMATIC UPDATE OF ASSIGNMENT OF OWNERSHIP | 017
053012007  GwRT FNON- FINAL ACTION E- MAILED 016
0513012007 CNRT W é[) NON-FINAL ACTION - WRITTEN N o5
05/16/2007 | supc STATEMENT OF USE PROCESSING COMPLETE o
051612007 EXIG S EXTENSION 1 GRANTED | ‘01‘3
oam007 ~§MIUAP” s USE AMENDMENT FILED W 012 B
02112/2007 éWEXT1 s | EXTENSION 1 FILED S 011
1021212007 | EEXT 1 [TEAS EXTENSION RECEIVED V 010
02/12/2007 ” g CESU 1| TEAS STATEMENT OF USE RECEIVED ]
10/10/2006 | NOAM | "0 NOTICE OF ALLOWANCE-MAILED ' »
07/18/2006 ’ PUBO A PUBLTéf;éB;a? OPPOSITlON )
0612812006 NPUB O NOTICE OF PUBLtCATION . 006
06052006 PREV O LAWOFFICE PUBLICATION REVIEW COMPLETED oo
05/3012008 . AUE A ASSIGNEDTOLIE oo
05/19/2006 CoNsA P APPROVED FOR PUB - PRINCIPAL REGISTER o
05/18/2006 Dock = D ASS!GNED TO EXAMINER o2
11/17/2005 NwAP 1 NEWAPPLICATION ENTERED IN TRAM S oo

- ATTORNEY

C URREN"I ( ORRLSPONDEN(E INFORMATION

Charles F. Reldelbach Jr.




: CORRESPONDENCE ADDRESS

CHARLES F. REIDELBACH, JR.
HIGGS, FLETCHER & MACK, LLP
401 W A ST STE 2600

SAN DIEGO, CA 92101-7913

NONE

DOMESTIC REPRESENTATIVE

' PARTY TYPE

PRIOR OWNER INFORMATION

| 20-OWNER AT PUBLICATION

WN“;;IEW"_ o Assiet Ma;keting SystémS, LLC R
: ADDRESS 9715 Busiﬁesspark Avenue
. San Diego, CA 92131
ENTITY ”  ieLTDLABCO
- CITIZENSHIP . | Dé>|avxv/érewy o
PARTY TYPE " 10-ORIGINAL APPLICANT
NAME . | Asset Marketing Systems, LLC
ADDRESS : 9715 Businesspark Avenue 4
§ San Diego, CA 92131
ENTITY ; 16-LTD LIAB CO

 CITIZENSHIP

! Delaware
:

o A e . B R B U e S

3
¢




To: Asset Marketing Systems Insurance Servic ETC. (trademarks@higgslaw.com)

Subject: TRADEMARK APPLICATION NO. 77469796 - GENERATION
INNOVATIO - 100269-00151

Sent: 4/8/09 4:11:53 PM

Sent As: ECOM116@USPTO.GOV

Attachments: Attachment - |
Attachment - 2

UNITED STATES PATENT AND TRADEMARK OFFICE

SERITAL NO: 77/469796

MARK: GENERATION INNOVATIO

*77469796*

CORRESPONDENT ADDRESS:

CHARLES F. REIDELBACH, IR. RESPOND TO THIS ACTION:
HIGGS, FLETCHER & MACK. LLP http://wwy.uspto.gov/teas/e TEASpageD.htm
401 W A ST STE 2600

SAN DIEGO. CA 92101-7913 GENERAL TRADEMARK INFORMATION:

http://www. uspto.gov/main/trademarks.htm

APPLICANT: Asset Marketing Systems
Insurance Servie ETC.

CORRESPONDENT’S REFERENCE/DOCKET
NO:
100269-00151

CORRESPONDENT E-MAIL ADDRESS:
trademarks@higgslaw.com

OFFICE ACTION

TO AVOID ABANDONMENT. THE OFFICE MUST RECEIVE A PROPER RESPONSE TO THIS
OFFICE ACTION WITHIN 6 MONTHS OF THE ISSUE/MAILING DATE.

ISSUE/MAILING DATE: 4/8/2009
This letter responds to the applicant’s Statement of Use, received February 18, 2009.

The examining attorney has reviewed the applicant’s Statement of Use. and has determined the following.




Specimen of Use — International Class 009

Registration is refused as to the goods in International Class 009 because the applied-for mark. as used on
the specimen of record, is used only as the title of a single creative work, namely the title of a specific CD:
it does not function as a trademark to identify and distinguish the applicant’s goods from those ot others
and to indicate the source of the applicant’s goods. Trademark Act Sections 1,2 and 45, 15 U.S.C.
§§1051-1052, 1127; see Herbko Int’l, Inc. v. Kappa Books, Inc., 308 F.3d 1156, 1162-63. 64 USPQ2d
1375, 1378-79 (Fed. Cir. 2002): In re Cooper, 254 F.2d 611, 615-16. 117 USPQ 396. 399-400 (C.C.P.A.
1958): TMEP §§904.07(b). 1202.08. Single creative works include works in which the content does not
change significantly, whether that work is in printed, recorded or electronic form. TMEP §1202.08(a).

The applicant may respond to this refusal by submitting evidence that the applied-for mark 1s used to
identify a series, rather than a single work. The name for a series of creative works indicates that each
work in the series comes from the same source as the others. In re Scholastic, Inc.. 23 USPQ2d 1774,
1776 (TTAB 1992); see TMEP §1202.08(c). Evidence of a series includes copies of at least two different
book covers or packaging for recorded works (not two copies of the same work) that show the mark as a
source identifier for the series as well as distinguish the mark from the individual titles of the works. See
In re Scholastic, 23 USPQ2d at 1776-78. TMEP §1202.08(c).

The applicant may not withdraw the statement of use. 37 C.F.R. §2.88(g): TMEP §1109.17.

Specimen of Use — International Class 016

Registration is refused as to the goods in International Class 016 because the applied-for mark, as used on
the specimen of record, is used only as the title of a single creative work, namely the title of a specific
printed training guide: it does not function as a trademark to identify and distinguish the applicant’s goods
from those of others and to indicate the source of the applicant’s goods. Trademark Act Sections 1. 2 and
45,15 U.S.C. §§1051-1052, 1127 see Herbko Int'l, Inc. v. Kappa Books, Inc., 308 F.3d 1156, 1162-63, 04
USPQ2d 1375, 1378-79 (Fed. Cir. 2002); In re Cooper, 254 F.2d 611, 615-16, 117 USPQ 396. 399-400
(C.C.P.A. 1958): TMEP §§904.07(b), 1202.08. Single creative works include works in which the content
does not change significantly, whether that work is in printed, recorded or electronic form. TMEP
§1202.08(a).

The applicant may respond to this refusal by submitting evidence that the applied-for mark is used to
identify a series, rather than a single work. The name for a series of creative works indicates that each
work in the series comes from the same source as the others. In re Scholastic, Inc., 23 USPQ2d 1774,
1776 (TTAB 1992); see TMEP §1202.08(¢). Evidence of a series includes copies of at least two different
book covers or packaging for recorded works (not two copies of the same work) that show the mark as a
source identifier for the series as well as distinguish the mark from the individual titles of the works. See
In re Scholastic, 23 USPQ2d at 1776-78: TMEP §1202.08(c).

As noted above, the applicant may not withdraw the statement of use. 37 C.F.R. §2.88(g): TMEP
§1109.17.

Specimen of Use — International Class 03§

The specimen is not acceptable because it does not show the applied-for mark in use in commerce. A
statement of use must include a specimen showing the applied-for mark in use in commerce for each class
of services in the statement of use. Trademark Act Sections 1 and 45, 15 U.S.C. §§1051, 1127;37 CF.R.
§§2.56, 2.88(b)(2): TMEP §§904. 904.07(a). 1109.09(b).
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The current specimen consists of an invitation sent out by the applicant, screen shots from the applicant’s
web site, and a document describing the applicant’s seminar, and 1s unacceptable as evidence of actual
service mark use because none of the supplied documents indicate that the applicant offers any of the
services listed in International Class 035 (specifically, direct mail advertising services, the provision of
direct e-mail advertising services, and the production and placement of print, radio and television
advertising for others in the fields of financial planning and financial products) under the applied-for mark
(the examining attorney notes that although the page welcoming the reader to the Generation Innovation
Seminar System indicates that the system contains “direct mail pieces for use by licensed producers,” 1t
does not indicate that the applicant offers direct mail advertising or direct e-mail advertising services for
others). Thus, it fails to show proper use of the applied-for mark in the sale or advertising of the services.

The applicant may respond to this refusal by submitting the following:

(1) A substitute specimen showing the mark in use in commerce for the services specified in the
statement of use: and

(2) The following statement, verified with an affidavit or signed declaration under 37 C.F.R.
§2.20: “The substitute specimen was in use in commerce prior to the expiration of the time
allowed applicant for filing a statement of use.” 37 C.F.R. §2.59(b)(2): TMEP §904.05. If
submitting a specimen requires an amendment to the dates of use, the applicant must also verify
the amended dates. 37 C.F.R. §2.71(c).

Examples of specimens for services are signs, photographs, brochures, website printouts or
advertisements that show the mark used in the sale or advertising of the services. TMEP §§1301.04 e7 seq.

The attached evidence from the applicant’s website provides an example of a screen shot which would
serve as an acceptable specimen of use for direct mail advertising services.

Pending a proper response, registration is refused because the specimen does not show the applied-for
mark in use in commerce for the services specified in the statement of use. 15 U.S.C. §§1051, 1127; 37
C.F.R. §§2.56,2.88; TMEP §§904, 904.07(a), 1109.09(b).

As noted above, the applicant may not withdraw the statement of use. 37 C.F.R. §2.88(g): TMEP
§1109.17
N .

Sample Declaration
The following is a sample declaration under 37 C.F.R. §2.20 with a supporting statement for a substitute
specimen:

The undersigned being warned that willful false statements and the like are punishable by fine or
imprisonment, or both, under 18 U.S.C. §1001. and that such willful false statements and the like
may jeopardize the validity of the application or document or any registration resulting there from,
declares that the substitute specimen was in use in commerce prior to the expiration of the time
allowed applicant for filing a statement of use: all statements made of his/her own knowledge are
true; and all statements made on information and belief are believed to be true.



(Signature)

(Print or Type Name and Position)

(Date)

Refusals Only Apply to Certain Goods / Services

The applicant should note that the refusals set out above apply only to the goods and services listed in
International Classes 009, 016, and 035. If the applicant fails to respond to this Office Action, all goods
and services in International Classes 009, 016, and 035 will be abandoned and the remaining services will
proceed in the application process. TMEP 718.02(a).

/S. Michael Gaafar/

Trademark Examining Attorney
Law Office 116

(571)272-8259

michael. gaafar@uspto.gov

RESPOND TO THIS ACTION: The applicant should file a response to this Office action online using
the form at http//www.uspto.gov/teas/e TEASpageD . hum. waiting 48-72 hours if the applicant received
notification of the Office action via e-mail. For rec/mical assistance with the form, please e-mail
TEAS@uspto.gov. For questions about the Office action itself, please contact the assigned examining
attorney. Do not respond to this Office action by e-mail; the USPTO does not accept c-mailed
responses.

If responding by paper mail, please include the following information: the application serial number, the
mark, the filing date and the name. title/position, telephone number and e-mail address of the person
signing the response. Please use the following address: Commissioner for Trademarks, P.O. Box 1451,
Alexandria, VA 22313-1451.

STATUS CHECK: Check the status of the application at least once every six months from the initial
filing date using the USPTO Trademark Applications and Registrations Retrieval (TARR) online system
at http://tarr.uspto.gov. When conducting an online status check, print and maintain a copy of the
complete TARR screen. If the status of your application has not changed for more than six months, please
contact the assigned examining attorney.
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To: Asset Marketing Systems Insurance Servic ETC. (trademarks@higgslaw.com)

Subject: TRADEMARK APPLICATION NO. 77469796 - GENERATION
INNOVATIO - 100269-00151
Sent: 4/8/09 4:11:56 PM
Sent As: ECOM116@USPTO.GOV
Attachments:
IMPORTANT NOTICE

USPTO OFFICE ACTION HAS ISSUED ON 4/8/2009 FOR
APPLICATION SERIAL NO. 77469796

Please follow the instructions below to continue the prosecution of your application:

VIEW OFFICE ACTION: Click on this link
http://tmportal.uspto.gov/external/portal/tow?DDA=Y &serial number=77469796& doc_type=Q0A&
(or copy and paste this URL into the address field of your browser), or visit
http:/itmportal.uspto.gov/external/portal/tow and enter the application serial number to access the
Oftice action.

PLEASE NOTE: The Office action may not be immediately available but will be viewable within 24
hours of this notification.

RESPONSE MAY BE REQUIRED: You should carefully review the Office action to determine (1) if'a
response is required; (2) how to respond: and (3) the applicable response time period. Your response
deadline will be calculated from 4/8/2009.

Do NOT hit “Reply”to this e-mail notification, or otherwise attempt to e-mail your response, as the
USPTO does NOT accept e-mailed responses. Instead, the USPTO recommends that you respond
online using the Trademark Electronic Application System response form  at
http://www.uspto.gov/teas/eTEASpageD.htm.

HELP: For rechnical assistance in accessing the Office action, please e-mail
TDR@uspto.gov. Please contact the assigned examining attorney with questions about the Office
action.

WARNING
1. The USPTO will NOT send a separate e-mail with the Office action attached.

2. Failure to file any required response by the applicable deadline will result in the



Response to Office Action

The table below presents the data as entered.

Input Field

Entered

SERIAL NUMBER 77469796

LAW OFFICE , ‘
ASSIGNED LAW OFFICE 116
MARK SECTION (no change)

' ARGUMENT(S)

This Office Action Response responds to the Office Action dated April 8, 2009.

SPECIMENS OF USE FOR CLLASSES 009, 016

“The Examiner has refused registration in IC 009 and 016, stating that the use of the mark on the

- specimens of record is the title of a single creative work. The Applicant respectfully disagrees. The use

of the mark on the cover of the CD and manual is not as a title, but as a trademark that 1dentifies the

“source of the educational and marketing materials provided by Applicant. In addition, there are other
specimens of record that establish use of the trademark independently. GENERATION INNOVATION
is not the "mere" title of a CD or book- it identifies an educational and marketing program and related
materials and services created and distributed by the Applicant.

Applicant has a long history with the Patent and Trademark Office, and is the Registrant of many
trademarks for its programs for similar goods and services. See, ¢.g.:

78608762 3406670 CU ADVISOR TARR LIVE
5 78952840 3367222 LEADDYNAMICS TARR LIVE
6 78938384 3370855 SMART IDEAS TARR LIVE
7 78853543 3266818 TAX REDUCTION ESTIMATOR TARR LIVE
8 78820131 3358244 YOUR FINANCIAL SOLUTIONS COMPANY TARR LIVE
10 78753533 3357483 BY WOMEN FOR WOMEN TARR LIVE
12 78561226 3272841 PRACTICAL SOLUTIONS FOR THE RETIREMENT YEARS TARR LIVE
13 78553410 3272831 SMART IDEAS FOR A SLIGHTLY CRAZY WORLD TARR LIVE
16 78486630 3330699 THE ABCS FOR MARKETING LTC TARR LIVE
17 78486624 3188326 WEALTH STRUCTURES TARR LIVE
18 78486620 3225625 FOREVERCARE TARR LIVE
21 78316940 3000825 THE SYSTEM FOR ASSET MARKETING TARR LIVE
22 78256502 3098803 GIFT GIVER TARR LIVE
23 78256500 3036490 ENLIGHTENED EDUCATOR TARR LIVE:
24 78256498 3174736 GUEST SPEAKER TARR LIVEf




| 2578255371 2999337 IMAGE BRANDER TARR LIVE
. 27 78252839 3051520 TAXMAX TARR LIVE
. 2878252757 3059419 PHYSICIAN RX TARR LIVE
| 2978246440 3245308 BUSINESS BRANDER TARR LIVE
4077034417 3468573 VETERANS AND THEIR FINANCIAL FUTURE TARR LIVE
| 4277049237 3436876 PROGRAMS TO PREMIUM TARR LIVE
| 4577040820 3366434 PRACTICAL SOLUTIONS TARR LIVE

Importantly, the case law precedent cited by the Examiner in support of the USPTO's position applies to
“iterary works."  The phrase "literary works" applies to literature, or artistic works. The works here

Michael J. Hoisington, Esq. Attorney of record, California bar member.

are not literary works, they are parts - a training manual and ancillary materials on the CD - of a branded
training program provided under license to financial professionals.

SPECIMENS OF USE FOR CLASS 035
The specimens of use provided for IC 035, namely the invitations, are provided by applicant to 1t$

licensed producers as part of the GENERATION INNOVATION program under the mark. Applicant
prepares these materials to the producers' order. and direct mails and emails invitations and other

advertising materials directly to its licensed producers’ clients. See attached declaration of Wayne

Talleur at 7§ 3-4.

Based on the above, Applicant respectfully requests that the Examiner withdraw the specimen rejection

cas to IC 009, 016 and 0335.

Respecttully submutted,

/Michael J. Hoisington/

EVIDENCE SECTION

EVIDENCE FILE NAME(S)

i

ORIGINAL PDF FILE ge\'i 701838366-204836234 . Generation InnovationTelleurdecl.pdf

CONVERTED PDF j ]
FILE(S) [\WTICRS\EXPORTSAIMAGEOQUT8\774\697\77469796\xmI NROA0002 JPG
(2 pages) «
WTTCRS\EXPORTSAMAGEOUT87741697.77469796\xml NROA0003.JPG -
g??ggi??&g F Declaration of Applicant's CFO in support of registration.
'SIGNATURE SECTION

' RESPONSE SIGNATURE | /Michael J. Hoisington/

SIGNATORY'S NAME Michael J. Hoisington, Esq.

' SIGNATORY'S POSITION  Attorney of record, California bar member.




 DATE SIGNED { 09/15/2009
 AUTHORIZED |
 SIGNATORY ' YES

'FILING INFORMATION SECTION

 SUBMIT DATE Tue Sep 15 21:17:16 EDT 2009

"USPTO/ROA-70.183.83.66-20
090915211716801803-774697
' TEAS STAMP 96-460606985213037817a9dd
% 75eda3fa036b1-N/A-N/A-200

90915204836234198

Response to Office Action
To the Commissioner for Trademarks:

Application serial no. 77469796 has been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

This Office Action Response responds to the Office Action dated April 8, 2009.

SPECIMENS OF USE FOR CLASSES 009, 016

The Examiner has refused registration in IC 009 and 016, stating that the use of the mark on the
specimens of record is the title of a single creative work. The Applicant respectfully disagrees. The use of
the mark on the cover of the CD and manual is not as a title, but as a trademark that identifies the source
of the educational and marketing materials provided by Applicant. In addition, there are other specimens
of record that establish use of the trademark independently. GENERATION INNOVATION is not the
"mere" title of a CD or book- it identifies an educational and marketing program and related materials and
services created and distributed by the Applicant.

Applicant has a long history with the Patent and Trademark Office. and is the Registrant of many
trademarks for its programs for similar goods and services. See, e.g.:

78608762 3406670 CU ADVISOR TARR LIVE !
5 78952840 3367222 LEADDYNAMICS TARR LIVE?
78938384 3370855 SMART IDEAS TARR LIVE]
78853543 3266818 TAX REDUCTION ESTIMATOR TARR LlVE’E




8 78820131 3358244 YOUR FINANCIAL SOLUTIONS COMPANY TARR LlVE%

10 78753533 3357483 BY WOMEN FOR WOMEN TARR LIVE |
12 78561226 3272841 PRACTICAL SOLUTIONS FOR THE RETIREMENT YEARS TARR LIVEZ
; 13 78553410 3272831 SMART IDEAS FOR A SLIGHTLY CRAZY WORLD TARR LIVE }
k 16 78486630 3330699 THE ABCS FOR MARKETING LTC TARR LIVE |
{ 17 78486624 3188326 WEALTH STRUCTURES TARR LIVE
18 78486620 3225625 FOREVERCARE TARR LIVE
21 78316940 3000825 THE SYSTEM FOR ASSET MARKETING TARR LIVE
22 78256502 3098803 GIFT GIVER TARR LIVE
23 78256500 3036490 ENLIGHTENED EDUCATOR TARR LIVE |
24 78256498 3174736 GUEST SPEAKER TARR LIVE
25 78255371 2999337 IMAGE BRANDER TARR LIVE
27 78252839 3051520 TAXMAX TARR LIVE
28 78252757 3059419 PHYSICIAN RX TARR LIVE
29 78246440 3245308 BUSINESS BRANDER TARR LIVE
40 77034417 3468573 VETERANS AND THEIR FINANCIAL FUTURE TARR LIVE
42 77049237 3436876 PROGRAMS TO PREMIUM TARR LIVE
45 77040820 3366434 PRACTICAL SOLUTIONS TARR LIVE

Importantly, the case law precedent cited by the Examiner in support of the USPTO's position applies to
"literary works." The phrase "literary works" applies to literature, or artistic works. The works here are
not literary works, they are parts - a training manual and ancillary materials on the CD - of a branded
training program provided under license to financial professionals.

SPECIMENS OF USE FOR CLASS 03§

The specimens of use provided for IC 035, namely the invitations, are provided by applicant to its licensed
producers as part of the GENERATION INNOVATION program under the mark. Applicant prepares
these materials to the producers' order, and direct mails and emails invitations and other advertising
materials directly to its licensed producers' clients. See attached declaration of Wayne Talleur at 17 3-4.

Based on the above, Applicant respectfully requests that the Examiner withdraw the specimen rejection as
to IC 009, 016 and 035.

Respectfully submitted,

/Michael J. Hoisingtor/

Michael J. Hoisington, Esq. Attorney of record, California bar member.

EVIDENCE

Evidence in the nature of Declaration of Applicant's CFO in support of registration. has been attached.

Original PDF file:
evi 701838366-204836234 . Generation InnovationTelleurdecl.pdt




]
3
:
1
]
{

Converted PDF file(s) (2 pages)

Evidence-1
Evidence-2

SIGNATURE(S)

Response Signature

Signature: /Michael J. Hoisington/  Date: 09/15/2009
Signatory's Name: Michael J. Hoisington, Esq.

Signatory's Position: Attorney of record, California bar member.

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the
highest court of a U.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions: and he/she is currently the applicant's attorney or an associate thereof: and to
the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his/her company/tirm previously represented the applicant in
this matter: (1) the applicant has filed or is concurrently filing a signed revocation of or substitute power
of attorney with the USPTO: (2) the USPTO has granted the request of the prior representative to
withdraw: (3) the applicant has filed a power of attorney appointing him/her in this matter: or (4) the
applicant's appointed U.S. attorney or Canadian attorney/agent has filed a power of attomey appointing
him/her as an associate attorney in this matter.

Serial Number: 77469796

Internet Transmission Date: Tue Sep 15 21:17:16 EDT 2009
TEAS Stamp: USPTO/ROA-70.183.83.66-20090915211716801
803-77469796-460606985213037817a9dd75eda
3fa036b1-N/A-N/A-20090915204836234198



OVERVIEW

| SERIAL NUMBER 77469796 | FILING DATE 05/08/2008
'REG NUMBER 0000000 REG DATE  NA
' REGISTER PRINCIPAL MARK TYPE TRADEMARK
|INTL REG # N/A INTL REG DATE N/A

TM ATTORNEY GAAFAR, SAMIR MICHAEL | L.O. ASSIGNED 116

PUB INFORMATION

'RUN DATE 1 10/23/2009 -
pr— e ;;;;;;;;;;;;;;;;
STATUS 818-SU - STATEMENT OF USE ACCEPTED - APPROVED FOR REGISTRATION

STATUS DATE

10/22/2009

LITERAL MARK ELEMENT

GENERATION INNOVATION

| ' DATE ABANDONED N/A | DATE CANCELLED N/A
| SECTION 2F NO | SECTION 2F IN PART N
; 'SECTION 8 NO | SECTION 8 IN PART NO
SECTION 15 NO | REPUB 12C N/A
' RENEWAL FILED NO | RENEWAL DATE N/A
DATE AMEND REG NIA |
FILING BASIS
| FILED BASIS ! CURRENT BASIS AMENDED BASIS
1) NO @ Yes 1@ ] NO
1(b) YES e NO e NO
44D | NO 44D f NO ;.42[) - NO
44 NO e NO wE NO
™~ NO | 66A NO
‘NOBASIS N0 NoBASIS NO m

MARK DATA




i

{ STANDARD CHARACTER MARK {YES

'LITERAL MARK ELEMENT

H
H
¥
I

GENERATION INNOVATION

;' MARK DRAWING CODE

COLOR DRAWING FLAG

4 STANDARD CHARACTER MARK
NO

( URRENT OWNER INFORM ATION

DESCRIPTION TEXT

: PARTY TYPE 20 OWNER AT PUBLICATION
: NAME g Asset Marketmg Systems Insurance Serv1ces LLC
: ADDRESS : 9715 Businesspark Avenue
: | San Diego, CA 92131
CENTITY | 16-LTD LIAB CO
. CITIZENSHIP Delaware
GOODS AND “»ERVI(,EQ
INTERNATIONAL CLASS i 009
DESCRIPTION TEXT % Pre-recorded audio and video tapes, CDs and DVDs
{ featuring training and educational materials in the fields of
financial planning and financial products
INTERNATIONAL CLASS 1016
DESCRIPTION TEXT Printed training and educational materials in the fields of
financial planning and financial products
: INTERNATIONAL CLASS 035

' Direct mail advertising services; providing direct e-mail

radio and television advertising for others in the fields of
financial planning and financial products

¢ advertising services, and production and placement of print,

INTERNATIONAL CLASS

036

DESCRIPTION TEXT

Prov;dmg fmanmal mformatlon analy5|s and consultanon

INTERNATIONAL CLASS

041

DESCRIPTION TEXT

Educational services, namely, conducting classes and
seminars in the fields of financial planning and financial
products

INTERNATIONAL 009

(-OODS AI\D SERVICES C LASSIFI( ATION

FIRST USE 04/01/2008 FIRST USE 04/01/2008 CLASS 6-ACTIVE
DATE <IN { ' STATUS



LT

SRR RS RIS e e

! CLASS

{
i
|
H
i

016

035

i
i

. FIRST USE

: FIRST USE

j COMMERCE |
: DATE g

iy

: FIRST USE

04/01/2008

. CLASS

| INTERNATIONAL + 04/01/2008 FIRST USE 04/01/2008
' CLASS i DATE - IN L STATUS
a COMMERCE ! '
DATE

' CLASS

- 6-ACTIVE

" 6-ACTIVE

INTERNATIONAL io4m1moos
 CLASS ' DATE LIN STATUS
i j | COMMERCE | i
| | DATE |
_INTERNATIONAL ' 036 'FIRSTUSE ' 04/01/2008 | FIRSTUSE |04/01/2008  CLASS ' 6-ACTIVE
CLASS . DATE ~IN : STATUS
' COMMERCE
. DATE
| INTERNATIONAL | 041 | FIRST USE | 04/01/2008 FIRST USE To4m1moos ' CLASS | 6-ACTIVE
| CLASS | DATE HIN ; [ STATUS
5 | ; | COMMERCE | ﬁ ,
| ; | DATE | f |

MISCELLANEOUS INFORMATION/STATEMENTS

| CHANGE IN REGISTRATION iNO

- ENTCD |

PROSECUTION HISTORY

ENT

- DESCRIPTION

'DATE L
| - TYPE |

10/22/2009 CNPR | P ALLOWED PRINCIPAL REGISTER-SOUACCEPTED 010
ow1mmm9w | TEME | TEAS/EMAIL CORRESPONDENCE ENTERED 018
0911512009 . CRFA | CORRESPONDENCERECENED!NLAMIOFHCE o
09/15/2009 TROA o [ TEAS RESPONSE TO OFFICEACTION RECEVED 016
- 04/08/2009 CGNRN 0 wmNOHEEAHONOFNONHNNJWHONEMAKH) 015
0408009 | GNRT : P NON FINAL ACTION E-MAILED - 014
0410812009 CoNRT | ow o su- NONFNALAéﬁgﬁwQEﬁTEN | 013
fﬂéékané}éooel - SUPC o !STATEMENT OF USE PROCESSING COMPLETE . o1z
0211812009 Cwar s | USE AMENDMENT FILED o
oa0s2008 | ATU A CASEAS&GNEDTOTE;ENTTOUSEPARALEGAL 010
021182009 TEsu TEASSTATEMENTOFUSERECENED 008
1110412008 Cnoam o NOAMAmED SOUREQMREDFROMAPPUCANT 008
081212008 puBO A PUBUSHEDFOR(DPPOSYHON 007
0712372008 © NPUB O NOTICE OF PUBLICATION 006

{ENT NUM




07/10/2008 PREV O | LAW OFFICE PUBLICATION REVIEW COMPLETED 005

07/10/2008 ALIE A | ASSIGNED TOLIE 004
| 07/10/2008 | CNsA P | APPROVED FOR PUB - PRINCIPAL REGISTER 003

07/09/2008 | DocK D | ASSIGNED TO EXAMINER 002

| 05/13/2008 | NWAP ! NEW APPLICATION ENTERED IN TRAM - o001

CURRENT CORRESPONDENCE INFORMATION

ATTORNEY Charles F. Reidelbach, Jr.

CORRESPONDENCE ADDRESS CHARLES F. REIDELBACH, JR.
HIGGS, FLETCHER & MACK, LLP
401 W A ST STE 2600

SAN DIEGO, CA 92101-7913

- DOMESTIC REPRESENTATIVE NONE

PRIOR OWNER INFORMATION

PARTY TYPE 10-ORIGINAL APPLICANT

i B
NAME ' Asset Marketing Systems Insurance Services, LLC
ADDRESS 9715 Businesspark Avenue

San Diego, CA 92131

{ENTITY 16-LTD LIAB CO

| CITIZENSHIP Delaware
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